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DETAILED ACTION 
Summary 

1 . Receipt of IDS filed on 1 1/25/05 is acknowledged. 

Claims 1-7 are pending in this application and claims 1-7 will be prosecuted on the 
merits. 

Claim Objections 

Claims 1 and 4-6 have grammatical errors. Claim 1 recites the limitation "as abrasive". 
Examiner suggests replacing the phrase with "an abrasive". Claims 4-6 recite the 
limitation "of from" or "at from". Appropriate correction is required. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claim 7 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 7 provides for the use of lanthanide metal oxide but, since the claim does 
not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
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merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claim 7 is rejected under 35 U.S.C. 101 because the claimed recitation of a use, 
without setting forth any steps involved in the process, results in an improper definition 
of a process, i.e., results in a claim which is not a proper process claim under 35 
U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

5. Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
McArdle et al. (USP 6,620,214) in view of Gunnar et al. (GB 2001849 A). 

McArdle et al. discloses a method for producing ceramic aggregate particles for 
use in various industries such as orthopedic and dental industries (see column 1, lines, 
29-30). The ceramic aggregate particles can be used in dental compositions (see 
column 3, lines 20-25). Silica abrasive is disclosed in column 5, lines 63-65 and ceria 
abrasive particulates are disclosed in column 9, lines 5-10. Various ceramic powders 
such as titanium oxide, iron sulfides etc. are disclosed in column 7, lines 35-40).The 
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particle size of the solid particulates is disclosed to be in the range of about 0.5 to about 
1500 micrometers (see column 7, lines 50-55). Useful fillers such as calcium carbonates 
which affect the property of porosity level, hardness etc. are disclosed in column 8, lines 
5-10). The ceramic abrasive also comprises lanthanum oxide (see column 9, lines 24- 
26). Although the percentage of the claimed amounts of various components is not 
same as disclosed in the prior art, manipulation of such parameter would have been 
within the purview of a skilled artisan based on the desired composition. 

The reference does not specifically teaches oral composition , however the 
reference teaches applicability of the claimed abrasives in dental compositions. With 
regard to oral composition comprising lanthanide oxides, Gunnar et al. teaches teeth 
cleaning compositions comprising yttrium, scandium and lanthanum and lanthanides 
(see abstract). Gunnar teaches that lanthanides and their salts can be used as 
antiplaque agents. The reference teaches that the cations of use are those derived from 
lanthanum and lanthanides and a preferred cation is lanthanum cation (see page 1 , 
lines 45-50). 

It would have been obvious to one of ordinary skilled in the art at the time the 
invention was made to formulate an oral composition based on the teachings of 
McArdle et al. and Gunner et al. because McArdle et al. teaches that the abrasives such 
as silica, calcium carbonate and lanthanum oxide and cerium oxide can be used in 
dental composition and Gunnar teaches that lanthanides and their salts can be used as 
antiplaque agents. Since antiplaque agents are known in the dental industry as 
abrasives, one skilled in the art would have expected the lanthanide salts to possess 
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abrasive characteristics. A skilled artisan would thus have been motivated to prepare an 
oral composition comprising abrasive silica, calcium carbonate, lanthanum oxide and 
cerium oxide with a reasonable expectation of success. 

6. Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
(USP 6,258,342 ('342)) in view of Gunnar et al. (GB 2001849 A) and McArdle et al. 
(USP 6,620,214). 

The teachings of McArdle et al. (USP 6,620,214) and Gunnar et al. have been 
discussed above. 

'342 teaches process for making toothpaste using agglomerated dispersible polymers 
(title). The dentifrice comprises abrasives such as silica, calcium carbonate (see column 
4, lines 30-53 ). 

The reference lacks lanthanum oxide and cerium oxide as abrasives, however, in 
view of Gunner et al. as discussed above, describing lanthanides and their salts as 
antiplaque agents in the reference, it would have been obvious to the one of ordinary 
skilled in the art to incorporate lanthanide salts and further motivated by the teachings 
of McAardle et al. which teaches that lantahnum oxides or cerium oxides can be used in 
dental formulations, it would have been obvious to the one of ordinary skilled in the art 
to incorporate lanthanide oxides in the composition forwarded by '342 with a 
reasonable expectation of success. A skilled artisan would thus have been motivated to 
prepare an oral composition comprising abrasive silica, calcium carbonate, lanthanum 
oxide and cerium oxide with a reasonable expectation of success. 
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7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Snigdha Maewall whose telephone number is (571)- 
272-6197. The examiner can normally be reached on Monday to Friday; 8:30 a.m. to 
5:00 p.m. EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Frederick Krass can be reached on (571) 272-0580. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-0580. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
/Gollamudi S Kishore, Ph.D/ 
Primary Examiner, Art Unit 1612 

/Snigdha Maewall/ 
Examiner, Art Unit 1612 



